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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,2,9,13,18-25, 27,29-31,35,37,39,40,45,46, and 50 are rejected under 
35 U.S.C. 102(b) as being anticipated by telephone companies, including Bell 
Telephones (so-called, Ma Bell). 

As to claims 1 ,27,37,45 it is old and well known for telephone companies to 
provide one or more hardware products (telephones), a metering mechanism coupled to 
the hardware products that acquires metrics data from the hardware product, the 
metering data determines data to report on the operation of the products and generates 
reports, The metering mechanism is inherent in that bills are generated based on 
telephone usage and these inherently come from metering. 

As to claims 2,18, by definition, telephones are coupled to a communications 
network, the bills are based on usage. 

As to claim 19,20,35 the billing information is collected at the telephone company 
and not the telephone. 

As to claims 9,22,39, it would be inherent that there are rules used to determine 
the bill, such as "rate for long distance". 
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As to claim 1 1, as best understood, the metrics are provided on a periodic basis 
(generally, billing cycles were in one month periods). 

As to claims 13,29,46, until the break-up of Bell Telephone, the phones were 
owned by the telephone company and therefore, leased to the user who was billed. 

As to claim 21 , the telephone company expects to be paid. 

As to claim 23, the usage is inherently compared to a pricing plan else the user 
could be charged a long distance rate for a local call. 

As to claim 24, the charge inherently changes relative to usage. 

As to claim 25, the metrics data are inherently determined based on business 
rules (such as, the cost of a long-distance call over a particular area). 

As to claim 30, it is inherent to receive an inquiry from the lessee (asking to have 
phone service connected). 

As to claims 31 ,40, the bills sent to the customer display usage data and have an 
envelope for returning payment. 

As to claims 50,51 , the usage report is included in the phone bill and presented 
to the user. 

Claims 1-4,8-1 2,1 6,1 8-25,27,28,32,35,37-41 ,44,45„47,48 and 50-54 are rejected 
under 35 U.S.C. 102(b) as being anticipated by US PAT 5,745,884 to Carnegie et al. 
(Carnegie). 

As to claims 1,18,19,20, 27,37,45, Carnegie discloses a hardware pay per use 
system (title) comprising one or more hardware products (col 4, lines 53-56), a metering 
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agent that acquires metric data (306,316, as best seen in fig 3), and a usage repository 
that generates reports on the received data (308, 318). 

As to claim 53, the device would be at the central server and therefore would not 
be at the device, a processor controls the operation (fig 1 ). 

As to claims 2,39, the system generates and sends bills (308,318). 

As to claims 3,21 ,40,50,51 , the usage reports are visible and available to the 
client as they are included in the bills, the invoice is presented (bill), payment is 
expected and therefore, it would be inherent that it can be received. 

As to claims 4,48, Carnegie discloses a validation server (fig 3, it validates the 
data in that it checks to see who should be billed), a usage database (where the 
account info is and to which is added billing data, 308,318), it would inherently ensure 
that the hardware is correctly configured else it could not use the network. 

As to claim 8,28,44,52 the hardware devices collect the metric data that is also 
acquired by the metering device (claim 5), it would inherently use software to do so. 

As to claims 9,22,39, there are rules to be used to determine the data (fig 3). 

As to claims 10,38, the system polls the hardware to determine to acquire 
metrics data (to check if the user has an account). 

As to claims 1 1 ,41 , the data is provided on a periodic basis (claim 7). 

As to claims 12, a CPU is used (fig 1). 

As to claims 16,35, the metering mechanism and usage repository are not at the 
same site as the device. 

As to claims 22, the usage reports are based on applying rules (fig 3). 
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As to claims 23, it would be inherent that the usage reports are compared to 
pricing schemes as the pricing schemes affect the billing. 

As to claims 24, it would be inherent that the rate is affected by the plan. 

As to claims 25, as the rules are used by a business, they would inherently be 
"business" rules. 

As to claims 32,48, the operating data is verified (to ensure that the user has an 
account), verifying an approved configuration (fig 3) that would inherently be saved, 
saving the operating data (316). 

As to claim 47, as the hardware is connected to the Internet, it would inherently 
be on a "digital site". 

As to claim 54, Carnegie discloses encrypted, compressed data (219,222, as 
best seen in fig 2). 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 5-7, 13-15,26, 29-31,33,34,36,42,43,46,49 and 55-61 are rejected under 

35 U.S.C. 103(a) as being unpatentable over Carnegie. 

As to claims 5-7, the actual make-up of the various components would not make 
the invention patentably distinct as these are all well-known computer variations. 

As to claim 13, Carnegie does not, however, teach leasing the equipment. 
However, it is old and well known in the art to lease equipment. Therefore, it would have 
been obvious to one of ordinary skill in the art to lease the equipment to ensure that 
your customers could have the necessary equipment with a minimum of investment on 
their part. 

As to claims 14,33, the location of the devices would not make the invention 
patentably distinct as they are merely a matter of obvious design choice. 

As to claims 15,34,36, Carnegie discloses using the Internet (fig 1), therefore, it 
would have been obvious to one of ordinary skill in the art to use the Internet to ease 
retrieval of information. 
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As to claim 26, it would be obvious to report a peak utilization to better study the 
program to ensure its smooth operation. 

As to claim 29, it would be obvious to bill the entity leasing the hardware as they 
are responsible for it. 

As to claim 30, the lessee would enquire about getting service with the company. 

As to claim 31 , the usage reports are visible and available to the client as they 
are included in the bills, the invoice is presented (bill), payment is expected and 
therefore, it would be inherent that it can be received. 

As to claim 42, the periodic rate would be considered a matter of obvious design 
choice and would not make the invention patentably distinct. 

As to claim 43, it would be obvious to check the configuration is the same so as 
to ensure that it is the correct user using the system and not a so-called "hacker". 

As to claim 46, where the products are installed is considered to be a matter of 
obvious design choice and would not make the invention patentably distinct. 

As to claim 49, Carnegie does not specifically teach that the acquiring means is a 
stand-alone computer. This would be a matter of obvious design choice, as it is merely 
another variation on the computer taught by Carnegie, and would not make the 
invention patentably distinct. 

As to claim 55, it would have been obvious to test transport means to ensure that 
the customer is billed properly. 

As to claim 56, the system uses email (col 9, lines 1-6). 
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As to claim 57, it would be obvious to test the device to ensure that it has not 
received a virus. 

As to claim 58, the known response would prove that the user has an account 

(fig 3). 

As to claim 59, it would have been obvious to one of ordinary skill in the art to 
use the metering engine to check the known response as the metering agent is used in 
setting charges. 

As to claim 60, the device uses the Internet (fig 1). 

As to claim 61 , the Internet is a digital, data, communications network. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. FISHER whose telephone number is 
(571)272-6804. The examiner can normally be reached on Mon.-Fri. 7:30am-5:00pm 
alt Fri. off. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 



Application/Control Number: 10/045,151 Page 9 

Art Unit: 3689 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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5/11/09 

/Michael J Fisher/ 
Examiner, Art Unit 3689 



